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2004

Manually typing office actions Vienna classification using a
book and writing the codes in
index cards
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30 disposals / month

TAT: 57.68 months from
filing to registration
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125 average disposal per month
(15t sem 2024)

TAT: 3.85 months from filing to
registration (as of November 2024)



Composition of the Bureau of Trademarks

Director
DIRECTOR Asst. Director
\ J Atty. IV
— IPRS IlI

4 3 2 Admin Assistants
ASST. DIRECTOR Driver (COS)

Ceor ) [(eor ) (e ) [weow ] [y ) [ e )

_ 1 Supervisor
S TMED Supervisors 18 Staff (IPRS, 10, AA)
27 Examiners 9 COS

TOTAL: 67 EMPLOYEES
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Filing Statistics

2023
Filings: 41,934
Renewals: 5,498

Registrations: 30,014

Turnaround time from filing to registration: 4.36 months

*includes the mandatory 30 days opposition period
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TAT

Filing to Registration

ASEAN Average: 9.29 months

Q Philippines: 4.36 months

Source: ASEAN TMTF SOD August 2024
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HOW?

Empowering Examiners Through
Capacity Building AND Harnessing IT
Solutions

OOOOOOOOOOOOOOOOOOOOOO



Trademark Registration Process

IPAS

Subsequent
Action

v X
Notice of
— Allowance

eGazette

Formality and

FileandPay —— Substantive —— 2nd Publication

Registrability Applicant

Examination Report Responds (1st Publication)
i : I\
eTMFile IPAS IPAS eDOI:FIIe | *30 Days
Vienna ‘ | eGazette
Classification —> Refusal
Vienna Classification Assistant 'Prs Opg\égimon ——  Registered
Appeal to IPAS
— theTM
Director
IPAS Bureau of
Legal Affairs
*IPAS Legal

*Fee Management System
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Madrid e-Filing

Sy ‘ e ‘ E-SERVICES ‘,[
- NTELLECTUAL PROPERTY OFFICE |
QF THE PHILILP

A
BAGONG PILIPINAS

PINES l REPORT AN IP VIOLATION

HELP & SUPPORT [?)

OQOOO IPOPHL | www.ipophil.gov.ph

IPOPHL unveils Madrid e-Filing, empowering PH trademarks for global

reach
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International Registration Process

IPAS
WIPO » | Subsequent
Action
T i ; X eGazette
‘ Notice of . .
WIPO — Substantive —— PRP Holder ___, Allowance 2nd Publication
Notification Examination Reponds (1st Publication)
| e !
IPAS IPAS IPAS eDOlEF"e | *30 Days
Vienna ! eGazette
Classification | —> Refusal
Vienna Classification Assistant IPrS Opg\égimon pResiies WIPO
Appeal to IPAS
— theTM '
Director
IPAS Bureau of
Legal Affairs
IPAS Legal
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Big Improvements: Gone Were the Days of
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Challenges and Solutions

Non-automated processing - Paper Based Systems - Slow TAT
# Developed an internal TM management system

INTELLECTUAL PROPERTY OFFICE

Receiving of Forwarded Application

Receiving of Forwarded Response/Communications

Assignment of Workloads

Forwarding of Applications

Forwarding of Outgoing Communications ‘
Search Completed

Examiner's Action Items

Counter-Check Applications Lo | j— R e, T ey W o) Y Sy,
Divisional Reports/Action Letter j : / \ \\ \\/ / L
Bibliographic Data : /
Reports Generation
Progress Query
DAU Search

Vienna Class i
Update/Reverse the Status .’ \‘
Close
BOT Main Menu

Trademark Electronic Application Management System

1
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TEAMS

Trademark Electronic Application Management System

INTELLECTUAL PROPERTY OFFICE

Receiving of Forwarded Application

Receiving of Forwarded Response/Communications ./‘?7&\ / e '- ° O n | i n e S e a rC h i n g O f _|_ M d a-t a b aS e
Forwarding of Outgoing Communications [ ] Templates and forms for Oﬁice aCtionS and
Reports Generation ' f*"‘;‘é&,w“‘//;; " ¢ On | I ne pu bl ICatlon

Examiner’s Action Items - - - - : Ot h e r i SS U a n CeS
Proges sy « Generation of certificates
Update/Reverse the Status S y > i G ive rem i nders for agei ng app | ications

BOT Main Menu

Trademark Electronic Application Management System
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Challenges and Solutions

# Upgraded to Industrial Property Administration System (IPAS)

A e et L T R : IPAS - Industrial Property Administration System

INTELLECTUAL PROPERTY OFFICE | Trademarks | Patents | User documents | Reception and notification | My pending work | My productivity | Workﬂow| Other

Receiving of Forwarded Application

Receiving of Forwarded Resp (of icati

Assignment of Workloads ‘ A
Forwarding of Applications f e
Forwarding of Outgoing Communications

Search Completed

Examiner's Action ltems

Counter-Check Applications S
Divisional Reports/Action Letter
Bibliographic Data

Reports Generation

Progress Query

DAU Search

Vienna Class

Update/Reverse the Status v/ ‘
Close

BOT Main Menu

Trademark Electronic Application Management System
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IPAS - Industrial Property Administration System

* More functionalities

 More Templates and forms for office actions
and other issuances

« Office actions are saved inside the system

« Status of applications are easier to track

« (Generation of certificates

« Easier to monitor examiner’s workload

« (Can generate some statistics

« (Can be reconfigured if workflows are
updated

| Trademarks | Patents | User documents | Reception and notification | My pending work | My productivity | Workﬂow| Other
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Breakthrough Goal

TMIn TM

Trademark in
Two Months

OOOOOOOOOOOOOOOOOOOOOO



Challenges and Solutions

* Yearly increase in volume of applications

« Constant number of manpower
- We recruited and trained new examiners

BACKLOGS

« Complex applications (bad faith)
- Continuous capacity building
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HOW?

Empowering Examiners Through
Capacity Building AND Harnessing IT
Solutions

OOOOOOOOOOOOOOOOOOOOOO



Trademark Registration Process

IPAS

Subsequent
Action

v X
Notice of
— Allowance

eGazette

Formality and

FileandPay —— Substantive —— 2nd Publication

Registrability Applicant

Examination Report Responds (1st Publication)
i : I\
eTMFile IPAS IPAS eDOI:FIIe | *30 Days
Vienna ‘ | eGazette
Classification —> Refusal
Vienna Classification Assistant 'Prs Opg\égimon ——  Registered
Appeal to IPAS
— theTM
Director
IPAS Bureau of
Legal Affairs
*IPAS Legal

*Fee Management System

WIPO FOR OFFICIAL USE ONLY



Current Challenges and Possible Solutions

On Vienna Classification

Manual encoding of Vienna codes in IPAS after consulting
WIPO’s Vienna Classification Assistant

5 - PLANTS

To have an Al Vienna classification analysis tool within or connected with

-

the IPAS system
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Current Challenges and Possible Solutions

On Classification of Goods and/or Services

The examiners consult classification databases outside IPAS

Tools: G/S
Classification 5 6 37

WIPO NICE Classification oiuiiing sbnese

https://www.wipo.int/classifications/nice/nclpub/en/fr/ Move term to class 34
5 Pharmaceutical and vetering parations; sanitary preparations for medical purposes. dietetic food and substances adapt

Madrid GOOdS and serViceS babies. dietary supplements for humans and animais; plasters, materials for dressings; material for stopping teeth, dental wa
destroying vermin; fungicides, herbicides
Manager (MGS)

https://webaccess wipo.int/mgs/ AN SNSRI, Sowi

\j) Acaricides

\Jl) acetates for pharmaceutical purposes
ASEAN TM Class D acids for pharmaceutical purposes
hitp://www.asean-tmclass.org/ec2/ P aco

.l]d adhesive plaster
USPTO D adhesive tapes for medical purposes
https:#/idm-tmng_uspto.gov/id-master-list-public.htmi \JD adhesives for dentures

Nl chewing tobacco NLLETSFITLELD

NOT EOUND 1

EUIPO TM Class [NOT FOUND )

http:/feui .eu/ec2/ 3 5
prietipo.ciopa euiee which means that this term should be listed in class 34

To have an Al goods and/or services analysis tool within or connected

with the IPAS system
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Current Challenges and Possible Solutions
On Conducting Search

Extensive research efforts outside IPAS

Because:

“* IPAS has no image search capability

** No translation search capabillities

¢ The search system of IPAS is only for similarity search.

** The examiners are required to conduct an exhaustive
search to ensure that the mark does not fall in any of
the proscriptions under the law.
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Current Challenges and Possible Solutions

“* IPAS has no image search capability

= WIPO

Global Brand Database

BRAND NAME BRAND LOGO ADVANCED SEARCH EXPLORE VIENNA ASSISTANT G&S EXPLORER REPORTS

To classify images with Vienna codes, you can use our Al-based tool Vienna Classification Assistant.

Drag & drop your image here, or

Browse

Vienna classification

US designs classification

Owner name

Feature

IP office

Designation country

Nice classification

Goods and services

‘ Possibility of having an image search in IPAS
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Current Challenges and Possible Solutions

*»» Exhaustive search requirements

=

«‘/’@v World Health

@ Coogle Lens NI Organization

%
@

Y www.who.int
World Health Organization (WHO)

Internet search
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Current Challenges and Possible Solutions

*»» Exhaustive search requirements

=« eAmbrosia
eAmbrosia

GOVPH

HOME

ABOUT ~

SERVICES ~ PROGRAMS

e-Services

Patent

Utility Model

Industrial Design
Trademark

Geographical Indications
Copyright

BLA IP Dispute Resolution
Technology Transfer

Patent Search and Analytics

IP Enforcement

- UPDATES ~

About IP Adjudication
About IP Mediation
Filing Requirements

Case Decisions
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PLANT VARIETY PROTECTION OFFICE

HOME

WHAT'S NEW?.

L1

GAZETTE

16

L~ 23

The new Plant Variety Gazette is
now available for download.
Please visit the Plant Variety

RESOURCES FORMS \W AND ISSUANCES ABOUT Ut

THE PHILIPPINE PLANT VARIETY PROTECTION OFFICE

The Plant Variety Protection Office (PVPO) was created through Republic Act 9168, An Act to Provide Protection to
New Varieties, Establishing a National PlantVariety Protection Board and for other purposes. This law is otherwise
known as the Plant Variety Protection Act of 2002.

The PVP Act of 2002 is the legal basis of a sui generis system of intellectual property rights. The Act provides rights
10 plant breeders over the propagating material of their protected variety. Specifically, the law states In respect of the

propagating materials, holders of a Certificate of Plant Variety Protection shall have the right to authorized any of the
following acts

Production or reproduction;

Conditioning for the purpose of propagation;
Offering for sale;

Selling or other marketing;

Exporting;

Importing; and

sacTe

o

Stocking for any purpose mentioned above.



Current Challenges and Possible Solutions

*» Exhaustive search requirement

s uspto.gov/trademarks/search

WIPO . a— -
I

¢+ > Madrid System > eMadrid > Madrid Monitor

Patents Trademarks IP Policy Learning and Resources

Keep up to date with your international registrations. Follow the status of your international application or trademark registration; access detailed informatic
on all trademarks registered through the Madrid System; and keep an eye on competitors' trademarks. Home > Trademarks > Search our trademark database

You may experience some disruptions of our Madrid System online services today, Sunday, from 2:00 PM to 3:00 PM (Geneva time), due to scheduled maini
our internal systems.

Search our trademark database

Search WIPO Gazette Support
Trademark search system

simple search Search fOf
With the retirement of the legacy Trademark Electronic Search System (TESS) on November 30, 202
» advanced search Number v
trademark applications and registrations. The cloud-based trademark search system provides a moc
realtime search Int. Registration - e.g. 89000269, 97294* Eaagnc: - e.g. 402418, 402* and new capabilities to meet your needs.
image search )
Yok . Watch the recorded webinars below to learn how to use the system. They're intended for both new u:
event and covers more complex subject matter. You're welcome to attend all three, or you can choose
- -v ; ok
E:;i?nzr:’ i U e.g. wipo OR ompi, *ntel* them in full-screen, click play, then click on the YouTube logo in the bottom right corner of the video.
Phonetic = e.g. WIPO OR OMPI You can also register for an upcoming Federal trademark searching: Overview webinar. These webin
the system works, along with a discussion of the likelihood of confusion analysis used when conduct

Are you a trademark practitioner or experienced searcher? Check out the transitioning from TESS h

If you want to send us your comments and suggestions about the new search system, use the feedb:
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Current Challenges and Possible Solutions

*»» Exhaustive search requirements

To further improve the quality of office actions issued by the Bureau, all examiners
are required to adhere to the following examination standards:

1. Conduct of trademark search and proper documentation of search results
a. The search results must include the following, as applicable:

e Phonetic Seach

e Manual Search

e Logo Search/Image Search, as applicable

e |Internet Search

e |INN Search for goods in Class 5

e Gl Search using Gl View or eAmbrosia if the goods include agricultural
products and/or wines and spirits

e Plant Variety Search on the DA website for goods in Class 31 (fruits,
vegetables, trees, plants, seeds and other agricultural produce)

e Other searches as deemed appropriate by the examiner

Possibility of having a centralized Al-assisted search module

.

that can search a variety of databases in one place
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Current Challenges and Possible Solutions

On Documenting Search Results

Search results are documented outside IPAS

\/

s Search link is manually incorporated in IPAS

s Possible loss of search results

(512) Nice class(es)

Ed Nbr Status Description
1 5 Pending Pharmaceuticals

(730) Owner(s)
Name Id Street City State ZIP Count Sy

nbr Y notes

Raquel-Abbas Pharmaceuticals & No. 17 Madre Isabella di Rocis St., Paranaque Metro 1708 PH
General Merchandise Multinational Village, Moonwalk City Manila

Reception date 15/11/2024 00:00:00

(220) Filing date 15/11/2024 15:26:00

(740) Representative
Name :‘:!br Street City State ZIP Country
Presaldo, No. 17 Madre Isabella di Rocis St., Multinational Village, Paranaque Metro 1708 PH
Ligaya Moonwalk City Manila

Notes https://docs.google.com/document/d/1hSJ1tenJTXVzqtqY8tVE-MU9Txy8uhhrF2bAlrdbadw/edit?tab=t.0
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Current Challenges and Possible Solutions

On Documenting Search Results

s Search results are documented outside IPAS and the link is manually
incorporated in IPAS; Possible loss of search results

b. The following guidelines for the documentation of search results must be
observed:

1. Use one (1) Google Document per application;

2. Use headings indicating the type of search done (phonetic, manual,
internet) with the search screenshots under such heading;

3. In case marks that are identical or similar with the subject mark forms part
of the search but were not cited by the examiner for confusing similarity or
double registration, the reason for such decision (e.g., no 39 DAU) must
be indicated; and

4. The Google Document must be shared to “Intellectual Property Office” with
restriction “viewer” and the link must be included in IPAS for reference of
the supervisor during the review and approval of the office action or
recommendation for allowance and by other examiners when conducting
their trademark search.

Please see attachments for reference.

To have a functionality inside IPAS to save all the search results in pdf

.

format just like how the office actions and responses are saved
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Current Challenges and [Possible] Solutions

On Substantive Examination

A lot of manual editing

/

s Manual editing and/or formatting of office actions are done outside IPAS

\/

s The Examiner has to manually encode applicable jurisprudence to his/her
office actions

IPAS - Industrial Property Administration System

| Back| Download image| Upload image

Select action on the office doc image

Help Configuration X%
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Current Challenges and [Possible] Solutions

On Substantive Examination
A database of case law connected to IPAS and categorized
according to the grounds for refusal

Al assisted generation of office actions for application with
substantive objections

Incorporation of an Al tool within the IPAS system that can check
the spelling, grammar, and other writing errors in the generated
office action
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Current Challenges and [Possible] Solutions

On Madrid IR Examination

Manual encoding of start and end dates to file response

INTELLECTUAL PROPERTY
‘ OFFICE OF THE PHILIPPINES
‘ BUREAU OF TRADEMARKS DOCUMENT 2024/205995

Intellectual Property Center, 28 Upper NO.
McKinley Rd., McKinley Hill Town Center, Fort

Bonifacio, Taguig City 1634, Philippines Response START DATE: 25 Oct 2024
Website: hitp://www.ipophil.gov.ph Period END DATE: 25 Dec 2024

The International Bureau

World Intellectual Property Organization
34, chemin des Colombettes

1211 Geneva 20

Switzerland

NOTIFICATION OF A PROVISIONAL REFUSAL OF PROTECTION
OF AN INTERNATIONAL REGISTRATION DESIGNATING
THE PHILIPPINES
Rule 17(1)

/

s IPAS enhancement for automatic appending of start and end dates
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Current Challenges and [Possible] Solutions
OnIPAS Legal

Copies of decisions from the Bureau of Legal Affairs are not
uploaded in IPAS

22/03/2024 (automatic) Publication of the journal Details

19/04/2024 (automatic) Date is due Rcvd Ext to File Oppo on Details
18/04/2024.

19/04/2024 Opposition was filed _ Approved, no notification Details m
neeeded (20/04/2024) .

< |PAS enhancement
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Current Challenges and Possible Solutions
On TM Administration

Numerous status inquiry from applicants

SOLUTIONS: ?0

IPOPHL Call Center

IPOPHL Mobiliz App
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Current Challenges and Possible Solutions
On TM Administration

Numerous status inquiry from applicants

Other Possible Solutions:

M Make IPAS Public “public”

‘ Applicant’s TM Portfolio or Dashboard
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Current Challenges and Possible Solutions
On TM Administration

IPAS has no capability to generate and show analysis of statistics that
can be used for policy matters

SOLUTION: An internal statistics tool was developed by
internally by IPOPHL’s MIS Bureau

Further suggested improvement/s: Generation of
statistics in IPAS
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Current Challenges and Possible Solutions
On TM Administration

sttem Downtime

 Application error

The application encountered an unexpected excention please contact your system adminstrator and noify him/her of this problem.
Applicaion Home




s THANKYOU!

INTELLECTUAL PROPERTY
OFFICE OF THE PHILIPPINES

Rising. Shining. Beckoning.
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