Comments from the Israel Patent Office (ILPO) on

Improving the Linkage between the International and National Phase

1. Are there any particular features of a search or examination report by a different Office which help an examiner to quickly determine the extent to which it seems appropriate to rely on it? Different degrees of reliance might include:

-- ignoring it entirely; 

-- checking the citations but nevertheless conducting a complete new search; 

-- conducting a more limited search than would otherwise have been the case, for example focusing only on specific technical features or else documentation in particular languages or from particular databases; 

-- conducting only a “top-up” search to find documents which might not have been available to the ISA at the time of the international search, especially “secret prior art” (patent applications filed before the priority or international filing date, but only published later);  or 

-- relying fully on the earlier search and conducting no further national search at all.

The ILPO examiners are generally take into account search and examination results when carry out the additional prior art search at the national phase.
Any of above mentioned alternatives can be applied in ILPO except of the first and last options from the list. 

The extent of the scope of the additional search is at the patent examiner's discretion.

Furthermore, in accordance with Section 17(c) of the Patents Law, an applicant in Israel is entitled to request that an Israeli application be allowed on the basis of a foreign patent in one of number of countries/jurisdictions with claims identical to those granted in the foreign country.
2. Are there any practical suggestions for ways of using the earlier search to get the best information out of it with the minimum effort?
At the ILPO PCT national phase applications are generally assigned to the same examiner who established the International Search Report (ISR) and Written Opinion (WOSA) for the corresponding PCT application in the international phase. 

3. A number of practices are used by Offices to utilize earlier work, or to encourage applicants to take steps to eliminate defects identified in the earlier search or examination.   Are there any other similar arrangements in use or under consideration by Offices to recognize contributions from or provide an incentive for effective use of reports by other Offices?
Further to the above mentioned practice outlined in 1, the ILPO has established a bilateral PPH and PCT PPH arrangements with number of patent Offices in order to encourage the applicants to take steps to eliminate defects identified in the earlier search and examination.
Currently, the PPH exists in a complex array of bilateral agreements. It would be helpful if there was one set of uniform requirements made to a plurilateral treaty that everyone of the countries involved would agree to, and make it more uniform for applicants.
4. Most of the above practices are essentially applicant driven.  What measures might be desirable to make more national search and examination reports easily available to Offices in a way which would allow them to use reports automatically without the need for applicant intervention?
The ILPO supports the proposal suggested by the IP Australia with regard to the WIPO CASE system - a single central dossier for retrieving and reviewing national proceedings.
The WIPO CASE system allows: 
· to share information and experiences
· to eliminate unnecessary rework and duplication in prosecuting patent applications in the offices

· to contribute to a work sharing
· to enhance the efficiency of the patent prosecution process
· to improve transparency and quality of work
We have already indicated our intention to join the system as a depositing Office.
In addition our opinion is that all national application collections should be accessible by PatentScope, thus granting convenient access to all national offices.  

5. It should be remembered that PCT Rule 41 permits the possibility of taking into account earlier searches.  Information from ISAs equivalent to questions (1) and (2) on how earlier searches are assessed and used to assist an international search would be useful.
The ISA/IL widely applies in practice the Rule 41.1 called “Taking into Account Results of Earlier Search”. 
If the applicant requests consideration of an earlier performed search, search and examination results of Israeli application may be used in the international phase by the ISA and the applicant may benefit 50% refund of the search fee.
6. Having regard to the answers to questions (1) and (2), are there additional actions which should be considered by International Searching Authorities to ensure that international search reports are as effective as possible for use by designated Offices?
To make the ISR, WOSA and IPRPs as effective a possible the ISAs should 
· provide to the International Bureau and applicants search strategies along with ISA & WOSA
· as proposed by CIPO the ISAs should not limit their search to subject matter considered patentable under their national law
· establish high quality work products
We believe that an International Searching Authorities (ISA) should timely establish search reports of such quality that the ISA itself will fully rely on that search when the PCT application enters the national phase before that same Office. 
