Comments from the Canadian Intellectual Property Office (CIPO) on

Improving the Linkage Between the International and National Phase

1. Are there any particular features of a search or examination report by a different Office which help an examiner to quickly determine the extent to which it seems appropriate to rely on it?
To increase efficiency in examination, CIPO utilizes foreign search results for the corresponding PCT application and patent family members as part of our standard examination process and we do not repeat the work of said foreign offices (ISA, EPO, USPTO, etc).  If foreign search results are available, the examiner may conduct a further search, for example on subject matter which was not part of the foreign search but is considered relevant by the CIPO examiner.  The extent of the scope of this further search is generally at the examiner’s discretion, with the minimum search required is for relevant art which may not have been available at the time of the foreign search.  CIPO examiners perform a comprehensive search of all available prior art only when there is no foreign prosecution, the foreign search results fails to reveal applicable prior art and the granted claims at the foreign office are narrower than the pending Canadian claims, or the independent claims in the pending Canadian application were excluded from consideration by a foreign search authority.
2. Are there any practical suggestions for ways of using the earlier search to get the best information out of it with the minimum effort?
To fully understand a previous search it is necessary to review it in conjunction with the corresponding examination report.  Access to the examination report and claim set under examination facilitate efficient use of the foreign search.  
3. A number of practices are used by Offices to utilize earlier work, or to encourage applicants to take steps to eliminate defects identified in the earlier search or examination.   Are there any other similar arrangements in use or under consideration by Offices to recognize contributions from or provide an incentive for effective use of reports by other Offices?
To encourage Canadian applicants to take advantage of the PCT, CIPO reduces the Request for Examination fee on national applications stemming from a PCT application wherein CIPO was the IA.

CIPO has found the PPH and PCT-PPH to be highly effective in encouraging applicants to proactively eliminate defects identified in corresponding prosecution.   An incentive such as accelerated prosecution for no additional fee seems to appeal to many applicants.  This is limited to certain art areas however – we find many PPH application in the mechanical and electrical arts, with fewer requests in the chemical and biotechnology fields where a short time to grant is less critical.  
Office driven work sharing reduces the duplication of examination work and can expedite the time taken to search and examine an application, however as there is no incentive encouraging the applicants to amend their claims we find that little reduction is seen in the number of examination reports that are required during prosecution of the application.
4. Most of the above practices are essentially applicant driven.  What measures might be desirable to make more national search and examination reports easily available to Offices in a way which would allow them to use reports automatically without the need for applicant intervention?
The easiest way to encourage use foreign search and examination reports is to make said reports directly accessible to examiners without relying on the applicant.  This allows the examiners to have access at the start of their examination process with no delay.  CIPO examiners seem to prefer accessing foreign prosecution through Offices’ online dossier systems.  In addition, the links provided in PatentScopeTM to all national phase centralizes the accessibility for examiners .  An alternate resource to provide reports is WIPO’s CASE system which is an avenue for offices to share reports with other offices.
5. It should be remembered that PCT Rule 41 permits the possibility of taking into account earlier searches.  Information from ISAs equivalent to questions (1) and (2) on how earlier searches are assessed and used to assist an international search would be useful.
If the applicant requests consideration of an earlier search, the examiner assesses the relevance of the search results and these are used in in the same way as outlined in question 1, above.  The examiner does not redo the comprehensive search; instead they would perform a top-up search of search areas of subject matter which were not encompassed by the earlier search.  If this earlier search is used, CIPO refunds 25% of the search fee.
6. Having regard to the answers to questions (1) and (2), are there additional actions which should be considered by International Searching Authorities to ensure that international search reports are as effective as possible for use by designated Offices?
To make the ISR, WO and IPRPs as effective a possible the ISAs should ensure the scope of the search is clearly identified.  This will allow examiner of the designated Offices (DOs) to assess what areas may require a top of search if necessary.

A further suggestion would be for the ISAs to not limit their search to the subject matter considered patentable in their national phase, so the reports could be applied in other jurisdictions.
